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Discussion topic

TESS basics
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TESS basics

. - Are you filing electronically
United States Patent and Trademark Office through TEAS? .

\& Home Site Index Search FAQ Glossary Guides Contacts  eBusiness eBiz alerts News Help \@ S
file online
Trademarks > Trademark Electronic Search System (TESS)
Welcome to the Trademark Electronic Search System (TESS). This search engine allows you to search the USPTO's database of

registered trademarks and prior pending applications to find marks that may prevent registration due to a likelihood of confusion
refusal.

WARNING: Before conducting your search, you must understand the following: (1) what the database includes; (2) how to construct a
complete search; and (3) how to interpret the search results. Click TESS TIPS for detailed information on these and other important
search topics.

News!

Select A Search Option

P Basic Word Mark Search (New User)
This option cannot be used to search design marks.

» Word and/or Design Mark Search (Structured)
This option is used to search word and/or design marks. NOTE: You must first
use the Design Search Code Manual to look up the relevant Design Codes.

P Word and/or Design Mark Search (Free Form)

This option allows you to construct word and/or design searches using Boolean
logic and multiple search fields. NOTE: You must first use the Design Search
Code Manual to look up the relevant Design Codes.

5 https://www.uspto.gov/SearchTrademarks


Presenter Notes
Presentation Notes
This is what the user interface looks like. As you can see, it was introduced in 2000 and, although there have been improvements to it since then, the interface is a bit “mature.” We’re working on a new version.

TESS is a search engine. Much like Google allows you to search the web, TESS allows you to search our database.

TESS allows you to conduct two main types of searches:
Word mark
Combined word and design mark

Regardless of which option you choose, you’re still pulling from the same database.

So, even if you do a Basic Word Mark search, your results will include marks with designs. If you do a Word and/or Design Mark search, your results will include standard character marks.


TESS basics

* Purpose
— Allows you to search the database of federally
applied-for and registered trademarks.

* Use the database as part of a likelihood of confusion
clearance search.

* Use the database to search for other information.


Presenter Notes
Presentation Notes
Other information
If you’re looking to see whether we typically consider a particular word descriptive, you might check:
Disclaimers
Supp Register
Section 2f
If you’re researching a particular company, you might check:
Ownership information
Attorney of record


TESS basics

* Flexibility
— Allows you to determine how you search.

» Create your own search strategy.
— Truncation
— Pattern matching
— Search logic

— Design codes



TESS basics

* Flexibility
— Allows you to determine how you search.

 Decide what part of the database to search.
— Field tags



Discussion topic

Search options



Field tags

* Purpose

— Allows you to determine where to search in the
database.

« Choose among various “buckets” of information.
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Presenter Notes
Presentation Notes
We assign information in an application or registration a field tag.

Think about the text fields you fill in and the radio buttons you select in TEAS. That information is assigned a field tag.
Owner address gets a field tag.
Disclaimer gets a field tag.
Goods and services get a field tag.
Filing basis gets a field tag.

Field tags create “buckets” of information.

Which is good because there is no way to search ALL information in the database all at once.

You use field tags to narrow your search to only the specific type of information you’re looking for.

Thus, it automatically filters out extraneous data.


)

Common field tags

Field tag What it searches m

Multiple data sets of Trademarks with words in
trademarks them

Owner names Matching owner names
Active/inactive status Live or dead applications and

registrations

Current register Applications and registrations
on the Principal or
Supplemental Registers
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Presenter Notes
Presentation Notes
[comb] field tag searches multiple data sets of trademarks and returns trademarks with words in them

[on] field tag searches owner names and returns matching owner names

[ld] field tag searches active/inactive status and returns live or dead applications and registrations

[rg] field tag searches current register and returns applications and registrations on the Principal or Supplemental Registers



Less common field tags

Field tag What it searches m

12

Design codes

International class of goods
and services

Goods and services

Description of the trademark

Mark drawing code

Trademarks with designs in
them

Trademarks in one specific
class of goods or services

Applications and registrations
with a specific identification of
goods or services

Applications and registrations
with specific wording in the
description of the trademark

Specific types of trademarks


Presenter Notes
Presentation Notes
Ways to find an “international class”:
ID Manual - https://www.uspto.gov/TrademarkID
TESS help menu – https://tmsearch.uspto.gov/webaka/html/help.htm#International_Class

[dc] field tag searches design codes and returns trademarks with designs in them

[ic] field tag searches International class of goods and services and returns trademarks in one specific class of goods or services

[gs] field tag searches goods and services and returns applications and registrations with a specific identification of goods or services

[de] field tag searches description of the trademark and returns applications and registrations with specific wording in the description of the trademark

[md] field tag searches mark drawing code and returns specific types of trademarks



Truncation

* Purpose
— Allows you to execute a broad search.

» Choose among various truncation operators.
— Search for one instance of an undefined character.

— Search for zero to infinite instances of an undefined
character.

— Pro tip: Use it to search for compound words.
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Presenter Notes
Presentation Notes
Truncation operators – also known as “wildcards”

Help you search for:
Variations of a mark
“Chunks” of a mark that are connected to other words
If your mark is “COFFEEHOUSE,” you might search for variations on “COFFEE” to find “COFFEESHOP” marks.


Truncation

Unlimited [comDb] Left or right
characters external truncation

Unlimited Any Internal and
characters external truncation

One character Any Internal and
external truncation

14


Presenter Notes
Presentation Notes
The asterisk is the most commonly used operator.
Only used for external truncation in the [COMB], [BI], [TI], [MI], and [PI] field codes.
External truncation also called left/right truncation.

The question mark and the dollar sign are used internally and cast a very wide net.
Often more efficient to use pattern matching instead.

Remember: Except for the *, these truncation operators are available in every type of search field. It’s not just [COMB].


* returns unlimited characters with the [comb] field tag and is used with left or right external truncation

$ returns unlimited characters with any field tag and is used with internal and external truncation

? returns one character with any field tag and is used with internal and external truncation



Truncation example

» Trademark:
— FLEX
* Dead-on search won't return:
— ibuproflex, flexxiz, or neuroreflexivity

e External truncation:
— *flex*[ COMB]



Pattern matching

* Purpose
— Allows you to execute a narrower search.

« Choose among various pattern matching operators.
— Customize which characters to search.

— Customize number of characters to search.

— Pro tip: Use it to search for misspelled words
and alternate spellings.

16



Common pattern matches

{v} Any one vowel — AEI,O,UY
{v0:2} Zero, one, or two vowels next to each other

{"e"1:2} One or two instances of “e”

n m oi:n u_n

{“eiy”} One instance of “e," “i," or "y

1" mousn u_n

{"eiy”1:3} One, two, or three instances of “e," “i," or “y" next to each other
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Presenter Notes
Presentation Notes
The number ratio is customizable. Can choose any number of digits on either side of the colon:
0:1
1:2
4:5
0:9

The letters inside the curly brackets are customizable. Can choose any combination you want.
Must use quote marks to indicate the letters to include in the pattern match.
Otherwise TESS will try and interpret it as a pattern matching operator (like a, c, v, d, e, o).


{v} returns any one vowel – A,E,I,O,U,Y

{v0:2} returns zero, one, or two vowels next to each other

{“e”1:2} returns one or two instances of “e”

{“eiy”} returns one instance of “e,” “i,” or “y”

{“eiy”1:3} returns one, two, or three instances of “e,” “i,” or “y” next to each other



®
Pattern matching example

» Trademark:
— FLEX
* Dead-on search won't return:
— phlex, flecks, flegs, fflexx, or phlehccz
 External truncation and pattern matching:
— *{"th"He{"h"0:1}{"ckgx"}*[COMB]


Presenter Notes
Presentation Notes
Remember:
Pattern matching can return a lot of results if you accidentally pattern match to a common word
*th{v}* will return marks with “the” in them


Search logic

* Purpose
— Allows you to broaden and narrow a search.

« Choose among various search logic operators.
— Search using traditional Boolean operators.

— Customize operators to search in proximity.

— Pro tip: Use the SAME operator to search for
related goods or services.

19
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Common Boolean operators

Operator | Whatitrewens

Trademarks with both terms

Trademarks with either term

Trademarks with the first term but not the second

Trademarks with both terms and in that order

20


Presenter Notes
Presentation Notes
AND returns Trademarks with both terms

OR returns Trademarks with either term

NOT returns Trademarks with the first term but not the second

ADJ returns Trademarks with both terms and in that order



Logical operator examples

* All trademarks with “cat” and “dog”:
— (“cat” and "dog”)[COMB]

* All trademarks with “cat” or “dog”:
— (“cat” or "dog”)[COMB]

 All trademarks with “cat,” but not "dog”:
— (“cat” not "dog”)[COMB]



Logical operator examples

 All trademarks with “cat” and "dog” within
three instances of each other in any order:

— (“cat” adj3 "dog”)[COMB]

» Both types of goods or services appearing
In the same international class:
— (sh{v}rt$ same shoes$ same “ic 025")[GS]



Design codes

* Purpose
— Allows you to execute a search for trademarks
that include designs.

 Use the Design Search Code Manual to search for
relevant design codes.

 Use those codes when searching in TESS.

— Pro tip: Use the ? truncation operator to
broaden your search within a category.
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Presenter Notes
Presentation Notes
We assign design codes to each design element in a mark that contains a design element.

Design codes are six-digits long. Organized like Dewey Decimal system.


Design Search Code Manual

United States Patent and Trademark Office

Home Site Index Search FAQ Glossary Guides Contacts  eBusiness eBiz alerts News Help

Trademarks > USPTO Design Search Code Manual

USPTO Design Search Code Manual
Trad % | Keyword | Table Of f Alpha. | Browse
e e Y

TABLE OF CONTENTS

TABLE OF CATEGORIES KEYWORD SEARCH
INTRODUCTION APPENDIX - 2007 DESIGN CODE UPDATES
GENERAL GUIDELINES ALPHABETICAL INDEX

DESIGN SEARCH CODE

TABLE OF CATEGORIES

01 Celestial bodies, natural phenomena, geographical maps
This category includes objects that appear in the sky, including clouds, stars, moons, sun, planets and constellation. Additionally,
designs associated with weather conditions such as rainbows, lightning, and snowflakes are found here. Maps of countries and
continents are also in 01.

02 Human beings
This category includes representations of men, women and children regardless of the activity they are engaged in or how they are
dressed. Stylized humans, those in caricature form, stick figures and parts of the human body are also in this category.

03 Animals
This category includes most animals, except mythological animals. Animals found here include mammals, birds, kiwi, kiwi bird, fish,
reptiles and insects. Prehistoric animals, stylized animals and animals with human attributes are also coded in category 03.

24 https://www.uspto.gov/TrademarkDesigns



Design search code example

 Trademark:

« Sample searches:
— 030503[DC] — Zebras
— 03057?[DC] - Horses, donkeys, zebras
— 0377?7?[DC] - Animals



Discussion topic

Common search strategy



Common search strategy

1. Search for owner in [ON] field.
2. Execute “dead-on” search in [COMB] field.

3. Execute additional searches in [COMB]
fleld using truncation and pattern
matching.

—  Pro tip: “Not out” your previous search to
avoid looking at already viewed results.


Presenter Notes
Presentation Notes
At the very least, please do the dead-on search.

If there’s even one hit, that could trigger a refusal.

Only “not out” if you’ve viewed everything in the previous search string.

You “not out” by including not __ in the search string.

For example:
You want to “not out” the results of your first search.
On the second line, you include not s1 in the string.



Common search strategy

4. Execute additional searches looking for
alternative versions of the trademark.

— Words/designs alone and together
— Words that have similar meanings
— Acronyms and what they stand for

— Pro tip: Search for pictorial equivalents using the
[DC] field tag.



Common search strategy

 Narrow if needed:
— By coordinated class with [CC] field tag.

— By international class with [IC] field tag.
* Pro tip: Use the ("xxx" a b 200)[IC] formula.

— By goods and services with [GS] field tag.

* Pro tip: Only narrow this way if absolutely necessary.


Presenter Notes
Presentation Notes
Nontraditional international classes
A – for goods certification marks
B – for services certification marks
200 – for collective membership marks

When narrowing by class for goods, use the (“xxx” “035” “042” a b 200)[IC] formula.
This adds in the highly related retail services in 35, as well as the retail services that used to be in 42 when it was the miscellaneous services class.

Narrowing to goods and services runs the risk of missing potential cites.
If you only search for “t-shirts” and the registrant has “shirts” or “tops,” you will miss it.

You can use pattern matching and some truncation in the [GS] field, though.
sh{v}rts[GS] will return shirts and shorts 


Discussion topic

TEAS basics



TEAS basics

* Trademark Electronic Application System
(TEAS)

— Two filing options: TEAS Plus and TEAS Standard
— Wwww.uspto.gov/TEAS



Presenter Notes
Presentation Notes
Electronic filing mandatory, except in very rare situations

http://www.uspto.gov/TEAS

TEAS basics

* Filing fees per TEAS filing option

— TEAS Plus: $250 per international class

— TEAS Standard: $350 per international class
» Formula for calculating filing fee

— Your filing option fee multiplied by the number
of international classes in the application


Presenter Notes
Presentation Notes
TEAS Plus: more upfront filing requirements in exchange for lower filing fee
TEAS Standard: less upfront filing requirements in exchange for higher filing fee

How do TEAS Plus and TEAS Standard differ? A TEAS Plus application is one that is complete at the time of filing, particularly in the area of the identification of goods and/or services for which the mark is being used or is intended to be used in the future. Specifically, the identification is taken directly from the USPTO’s Acceptable Identification of Goods and Services Manual (ID Manual). Because the examining attorney knows that the listing is acceptable, less work is done within the examination of a TEAS Plus application. Because it is less work for the USPTO, the savings are passed to the applicant in the form of a lower filing fee. On the other hand, if the product or service is so new, for example, that the listing is not within the ID Manual, then you must  either use the TEAS Standard form option, wherein you would do a free-text entry of your identification, or email TMIDSuggest@uspto.gov to request addition of the identification to the ID Manual. Using the latter approach, you would not be able to file unless and until a USPTO staff attorney decides if the addition to the ID Manual is appropriate, since not all requested entries are added.

A reminder that through the USPTO you would only receive a registration giving rights in the 50 U.S. states and our territories, not international rights. The word “international” relates only to classes. A “class” is the designation that world-wide Trademark Offices use to identify the proper placement of a good or service, within one of 45 different classes. For example, computers are in international class 9 and shirts are in international class 25.

So although it is only one trademark for which registration is sought, the dollar amount is times (x) “2,” because there are two separate international classes. It is not relevant how many items are within a given class. For example, for fee calculation purposes, the goods of “shirts” and “shirts, pants, shoes, hats, jackets” would still be times (x) “1” because all of those items fall within class 25.




TEAS basics

 TEAS Plus benefits

— Less expensive than TEAS Standard
— More streamlined process than TEAS Standard

— Two times more likely to receive an initial
approval

— 20% faster to get to final disposition


Presenter Notes
Presentation Notes
TEAS Standard is only option is your product/service is so new it’s not in the ID Manual.

You can request addition, but the request:
Is not always approved
You’ll need to wait to file until it is actually added, if it is


Discussion topic

TEAS pre-filing checklist



TEAS pre-filing checklist

e —

Pre-filing checklist for your trademark application
Use this checklist to understand the decisions you must make before filing your application.
1. Determine your mark type 3. Know your filing basis

Standard character drawing Section 1(a) - Use-in-commerce filing basis

o To register words, letters, and slogans used as o To register a mark you have already used in

marks, without stylization or design. commerce in connection with your goods/
o Protects the wording itself without limiting the services.
mark to a specific font style, size, or color. « Save a PDF or JPG image of your specimen to

your computer. A specimen is evidence of how
you actually use the mark in commerce on
your goods or with your services.

» Provides broader protection than a special
form drawing.

Special form drawing
o For specimen examples, watch the video at

o Toregister stylized and design marks. www.uspto.gov/Watch/TMINSpecimen.
o If the mark consists of both words and a Section 1(b) - Intent-to-use filing basis

design, the drawing must depict both the

o To register amark you have not yet used in
words and the design combined as one image.

commerce but have a good faith intent to use
* Save aJPG image of your mark to your in commerce in the future.

computer. « Before we will register your mark, you must:

2. Check the Trademark ID Manual and o Use the mark in commerce.

identify your goods/services o File an additional form that includes a

o The ID Manual lists acceptable identifications specimen and an additional fee.

of goods and services. 4. Choose your application form

» Find entries that accurately describe your

goods/services. * You must file electronically. There are two

online application forms: TEAS Plus and TEAS
+ Inaccurate and unacceptable identifications Standard.
will result in a refusal to register your mark.

« Learn more at www.uspto.gov/AboutTEAS.

See the reverse side to help determine which TEAS form is right for you.

UNITED STATES
PATENT AND TRADEMARK OFFICE

35 www.uspto.gov/sites/default/files/documents/TM-Prefiling-Checklist-flyerpdf



TEAS pre-filing checklist

» Choose your mark drawing type.
— Standard character drawing
— Special form drawing

COCA-COLA  (CCZi%/



Presenter Notes
Presentation Notes
Note that the standard character format and the black-and-white special form format do not mean that you are using the mark in that manner. Instead, both are simply providing more flexibility and broader protection.

The standard character format means you are protecting the wording itself, but not in any particular font or stylization. You could change the manner of display when used and the underlying registration would still provide protection.

Or, with the special form, you can use the marks in whatever colors you want and still have protection.

However, you cannot add to or modify the mark in any manner. This would be considered a “new” mark and would require a new application.

Not legal advice: The special form options should be used only when the stylization of the letters or the specific design elements are integral to the actual desired commercial impression. The same is true for registering the mark in color.

Remember: don’t try to “shoehorn” two marks together in one application, just to try and save on costs.
Example: Your product is bottled water. On the front of the bottle you have a word mark. On the back of the bottle you have a design element. You could not in an application present both the wording and the design, because they are not used together. Only if somewhere else on the bottle is there a display of a single, overall composite mark would this be OK.

COCA-COLA (standard character): U.S. Registration No. 0238145
COCA-COLA (stylized): U.S. Registration No. 0238146
ALWAYS COCA-COLA (composite): U.S. Registration No. 1867757


.

TEAS pre-filing checklist

» |dentify your goods and services.
— Generally understood terminology
— Specific terminology
— Cannot expand “scope” after filing
— Trademark ID Manual

« www.uspto.gov/TrademarklD



Presenter Notes
Presentation Notes
Trademark Manual of Acceptable Identifications of Goods and Services (ID Manual)

Specific terminology should be broad, yet accurate. Does not need to be overly specific.
For example:
Shirts – broad enough to include t-shirts, button-down shirts, polo shirts, and sweatshirts
Short-sleeved t-shirts – too narrow if you start to use the mark with long-sleeved t-shirts, button-down shirts, polo shirts, or sweatshirts

Specificity of identification required so as to provide notice of use.
Other users must know what g/s on or in connection with you are using with your mark. This helps them to avoid likelihood of confusion with your mark.

Note that you must be careful to list all relevant goods and/or services when preparing the application. Once the application is filed, you may not add any items, as that would exceed the scope of the original filing. Only narrowing of the identification is permitted.

But remember: it is your choice if you want to file a new application. We won’t register a trademark that is similar to yours and being used with related goods and services. So, while it’s always best to have a registration that covers all of your goods and services, you might choose to rely on “relatedness” to protect your mark.

http://www.uspto.gov/TrademarkID

TEAS pre-filing checklist

» Know your filing basis.

— Required for each listed good or service in your
application
— Most common bases
* Use in commerce

e |[ntent to use


Presenter Notes
Presentation Notes
A use in commerce filing basis requires “specimen” (sample) of use, e.g., label or hangtag for goods or image of storefront for services.

With an intent to use basis, since there is no use at the time of filing, the specimen will be submitted later in the process, with an additional fee.

Specifically, if the application is approved, a Notice of Allowance (NOA) issues (rather than a registration certificate). Within 6 months of the issue date of the NOA, applicant must file a statement of use (SOU), providing both a proper specimen and fee, or otherwise submit an extension request. Every 6 months brings the same deadline: file the SOU or extension, up through 5 possible extensions. At the 36-month point from when the NOA issued, applicant must file the SOU or the application is held abandoned. If abandoned, then examination ends and a brand new filing is required. 

With either filing basis, applicant must be using or intend to use the mark on or in connection with ALL goods and/or services listed in the application. If the filing is under the intent to use basis, certain goods or services can be deleted if actual use is not made therewith later in the process.

Save a JPG or PDF specimen, if needed.



TEAS pre-filing checklist

» Choose your application form option.
— TEAS Plus
— TEAS Standard
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How to find help
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USPTO resources

 Website

— WwWWw.USpto.gov

e "Basic Facts About Trademarks” booklet
— www.uspto.gov/TrademarkBasicsPDF

* Trademark videos
— www.uspto.gov/TMvideos



Presenter Notes
Presentation Notes
Videos:
Basic Facts About Trademarks
Trademark Information Network (TMIN)
TEAS Nuts-and-Bolts


http://www.uspto.gov/
http://www.uspto.gov/TrademarkBasicsPDF
http://www.uspto.gov/TMvideos

USPTO resources

42

AboutUs  Jobs Contact Us MyUSPTO
0 UNITED STATES
PATENT AND TRADEMARK OFFICE Q

Patents Trademarks IP Policy Learning and Resources & Find It Fast ~

Home > About Us > Events > Trademark Basics Boot Camp

Trademark Basics Boot Camp

This free USPTO event series provides a comprehensive overview of the process for
federal trademark registration and maintaining a federal trademark. If you're a small

) . o ~
business owner or entrepreneur seeking to protect your brand and product Trademark
identities, Trademark Basics Boot Camp is for you. r

B
Trademark Basics Boot Camp is offered regularly throughout the year. During each aSIcs
series run, we cover one module weekly for eight weeks, with each module focusing \/
on different aspects of trademarks and the registration process, from filing and BOOT CAMP
examination to post-registration requirements for keeping your registration alive.

Each module concludes with a question-and-answer period where you can ask our
USPTO trademark experts questions.

Here's what our boot camp veterans are saying:

You can attend the entire series or just the modules that best match your interests,
but you must sign up for each module to attend. If you attend all eight modules, you
can request a certificate of attendance. To learn more and sign up, select an
individual module from the listing below.

https://www.uspto.gov/about-us/events/trademark-basics-boot-camp
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USPTO resources

 Trademark Assistance Center

— Phone: 1-800-786-9199
— Email: TrademarkAssistanceCenter@uspto.gov

— Web: www.uspto.gov/TrademarkAssistance



Presenter Notes
Presentation Notes
M-F, 8:30 a.m. – 8 p.m. Eastern

Calls answered quickly, but email responses may take a day or so.


mailto:TrademarkAssistanceCenter@uspto.gov
http://www.uspto.gov/TrademarkAssistance

USPTO resources

 The USPTO d

Provide lega
Fnforce lega

Recommenao

oes not:

advice.

rights.

specific private attorneys.



Questions?
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